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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 11, all clains pending in this application.
The invention relates to a systemof electronic

digital caneras for capturing i mages of custoners. An
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admtted prior systemallows custoners participating in rides
at a thene park to select and obtain a print of an imge of

t hensel ves on the ride. Al equipnment is |located at the
particular ride. The disclosed invention provides for a
custoner identification device for the custonmer to selectively
activate the canmera. Upon selection, the digital inage and
custoner identification are transmtted to a central inmge
processor via a high bandwi dth network. An output station,

al so connected to the network, allows the custoner to display,
select and print inmages at a later tinme and place. The out put
station includes a custoner identification device to access

i mges associated with the identified customer. The system of
the present invention reduces the nunber of output devices
that are needed by providing a central output device that can
be fed by a plurality of imge capture devices. Since the

out put station may be | ocated in a convenient |ocation renote
fromthe theme park, such as in a hotel adjacent the thene
park, the customer is freed fromcarrying around pictures and
can order the prints at |eisure.

| ndependent claim1 is reproduced as follows:
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1. A system for el ectronic photography, conprising:

a. a plurality of image capture stations, each station
including a digital camera and a custoner identification
device for selectively actuating the digital canera, by the
custoner, to capture a digital imge and recordi ng custoner
identification with the digital image;

b. a central inmage processor for collecting and storing
the digital imges captured by the image capture stations;

c. acentral controller;

d. a high bandw dth conmuni cati ons network connecting
the image capture stations to the central controller, the
central controller controlling access to the network;

e. an output station connected to the central inmage
processor by the high bandw dth comruni cati ons network, the
out put station including a custoner identification device, a
di spl ay device responsive to actuation of the custoner
identification device to display the digital inmages associated
with the custoner identification, and neans for the custoner
to select imges to be transferred to an out put nedium and

f. an output device connected to the central inmage
processor by the high bandw dth comruni cati ons network for
transferring the digital inmages to the output nedi um

The Exam ner relies on the follow ng references:

CGordon et al. 5, 291, 302 Mar. 1, 1994
Maeda et al. 5, 349, 452 Sep. 20, 1994

Appel lants’ Admitted Prior Art (APA)

Clainms 1 through 11 stand rejected under 35 U. S. C
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8 103 as being unpatentable over APA in view of Maeda and
Gor don. Rat her than reiterate the argunents of
Appel l ants and the Exam ner, reference is nade to the brief

and answer for the respective details thereof.

OPI NI ON

After a careful review of the evidence before us, we wll
not sustain the rejection of clains 1 through 11 under 35
UsS C § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the artisan
contained in such teachings or suggestions. In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable "heart' of the invention.” Para-O dnance Mg. V.

SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
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1239 (Fed. G r. 1995) (citing W L. CGore & Assocs., Inc. v.
Garl ock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied, 469 U S. 851 (1984)).

Wth respect to claim11, the Exam ner reasons that APA
teaches the claimed systemw th “selectivity” in performng
t hese operations being inherent (answer-page 3). The Exam ner
expl ains that the inherent “selectivity” exists inasnuch as
the custonmer selects whether or not to enter a ride equipped
with the descri bed photographing system or alternatively, to
provi de the custonmer with the option of whether or not to be
phot ographed in order to avoid objections by custonmers who
choose not to be photographed woul d be an expedi ent obvious to
one of ordinary skill in the art (answer-page 4).

The Exam ner acknow edges that APA does not provide a
net wor ki ng el enent, in which several capture stations feed
i mages to one output station and hardware supporting this
operation. The Exam ner cites Maeda for this teaching in that
Maeda col |l ects and stores digital inmages using a network
connecting digital image sources to a central controller and

out put device (answer-pages 3 and 4).
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Noti ng that Maeda does not specify the recording of
custoner identification with the digital image, the Exam ner
st at es:

The recording of an identification for the

person who is to receive a given imge in a system

t hat handl es many i nages for many recipients is

clearly useful to get each image to the right

destination; the recording of such ID data for each

imge is shown for exanple in Gordon et al. The use

of custoner identification recording to insure that

each i mage reaches the right person in the system of

Applicant’s prior art as nodified for a network

environment in view of Maeda et al. would be an

expedi ent obvious to one of ordinary skill in the

art. [Answer-pages 4 and 5.]

Appel l ants argue there is no notivation for the suggested
nodi fi cati ons and conbi nati on.

As to the clainmed “selectively actuating the digital
canera”, Appellants have not addressed the Exam ner’s
i nherency theory, i.e., the custoner selects whether to enter
aride or not. W find this theory to be a far stretch;
selective entry to aride is a far cry fromselective canera
activation as clai ned.

As to the Exam ner’s alternative explanation, i.e.,

providing a custonmer with the option of being photographed in

order to avoid objections by custoners who choose not to be
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phot ogr aphed woul d be an obvi ous expedi ent, Appell ants argue
no such objections have been experienced by the inventors.

The expressed inventors’ “experience” is unsupported by
evi dence (e.g., an affidavit), thus such experience can not be
eval uated. Nonetheless, the Examner’s position is just as
specul ative, being supported solely by some “obvious
expedi ent " 1.

At this point we note that Appellants have not contested
the conbi nation of APA with Maeda (for the network, etc.) and
Gordon (for custoner identification). Appellants proceed to
argue that Maeda and Gordon do not provide all the clainmed
el ement s.

One mssing elenent argued is “a custoner identification
device for selectively actuating a digital canera.” W have
covered this item supra, and agree wth Appellants that the

art di scl oses none.

' W note however, that the Examner is correct in that
hi s expressed notivation need not be the sanme as Appellants’
notivation. However, the Exam ner has not responded to
Appel l ants’ contention that the Exam ner’s expressed
nmotivation i s nonexi stent based on custoner experience.
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Anot her m ssing elenment argued is “recordi ng custoner
identification with the digital inmage.” The Exam ner
responds:

[ T] he i mage source device in the Gordon et al

systemclearly nmust record custoner PINs in order to

correctly recognize valid and invalid supplied PINs.

[ Answer - page 8. ]

We do not agree. The PIN supplied at the receiving end
of Gordon need not be transmtted with the i mage docunent.
The recei ving FAX machi ne may be programred to recogni ze the
recipient’s PIN for any secured docunent received. Since the
Exam ner has not indicated where Gordon discloses sending the
PIN with the i mage docunent, it is not at all “clear” as
al | eged by the Exam ner.

Anot her m ssing elenment argued is “a display device
responsive to actuation of the custonmer identification
device.” Although it is understood that APA provides a display
devi ce, the Exam ner has not shown how the art teaches or
woul d have suggested the display being responsive to a
custoner identification device. The only identification

all eged by the Examner is with regard to the recipient of a

secured FAX via a PIN
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The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "CObviousness may
not be established using hindsight or in view of the teachings
or suggestions of the inventor."”™ Para-Ordnance Mg. v. SGS
| mporters Int’l, 73 F.3d at 1087, 37 USPQRd at 1239, citing W
L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1551,
1553, 220 USPQ at 311, 312-13.

As pointed out above, many of the limtations of claim1l
are mssing, notivation is |acking for the suggested
nmodi fication of “selectively actuating” and, we m ght add,
there is no clear and adequate notivation to conmbine the cited
references (although the basic conbination of Maeda and Gordon
was not chal |l enged by Appellants). Thus, we will not sustain

the Examner’'s rejection of claiml.



Appeal No. 1998-0660
Application No. 08/584, 501

The remai ning clains on appeal also contain the above
[imtations discussed in regard to claim1 and thereby, we
will not sustain the rejection as to these clains.

We have not sustained the rejection of clainms 1 through
11 under 35 U.S.C. §8 103. Accordingly, the Exam ner's

decision is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

M CHAEL R FLEM NG APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge

N N N N N N N N N N N N N N

10



Appeal No. 1998-0660
Application No. 08/584, 501

THOVAS H CLOSE

EASTMAN KODAK COVPANY
PATENT LEGAL STAFF
ROCHESTER NY 14650-2201
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